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REMARKS 

hi view o he ptecedii ! 11 i ! th o merits vhich biiow imenclment and 
reconsideration of the Office Action of May 3 1, 2006 is respectfully requested by Applicants. This 
response is being submitted along with Applicants' Request for Continued Examination. 

Claim 4 has been cancelled. Claims C 7, 9-1 1, and 1 7 have been amended. Claim .18 is new. In 
claims 1 and 1 ?, the recitation "distinct" has been eliminated, and claim 7 has been amended for clarity, 
in claims 9-1 L a period lias been added at the end of the claim. Support for new claim 1 8 is found in 
claim 1 as originally Hied and in the specification on page 10. hues 29-32. No new matter has been added. 

Claims 1-3 and 5-18 are curtently pending for examination. 

Rejections under 35 U SC Si 12 

Claims I-!? have been rejected under 35 USC § 1. 12, first paragraph, for their recitation of "a 
separate and distinct semipermeable membrane's The examiner argues that, while the figures show 
separate pieces of membranes attached to the wells, there is no indication of any distinctness between 
them, 

Applicants have now amended claims 1 and 17 to remove the recitation "and distinct*. They 
respectfully request the examiner's reconsideration of the rejection 

Claim 7 has heen rejected undet - USC §11 - ond pai • ipb fo; ng ind inue in the 
limitation recited for the fixing parts. 

Applicants have now amended claim 7 to clarify the recitation and limitation. They respectfully 
request the examiner's reconsideration of the rejection. 

kfcjocw- no 15JJSJ : < ] 

< learn 17 ve been eje dime i 1 t > 103(a) bet hi over Schels et al„ 

U.S. Patent No >/>7{) ? (hei r\Sc Is") i » \ >fMam U.S 5,047,215 (herein lei "Mantis") 
nd Volf et al, U.S 162 74 (het ter "Wolf). Th n rates ti Sch teaches a 
mscrodtalysis device bavin; a sample chamber (12) aid lial i - >b 0) epa - I by a membrane 
(7). The periphery of the membrane is fixed in compression between the groove on the circumferential 

is o ut of it v h rube i ' cm te bott of th m; tn wilt t g s n I t so 

Figs. 2-4). The sample chamber is open only to the dialysate chamber via the membrane having individual 
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diaiysate chambers for the sample chamber. The membrane is cellulose acetate. The teaching of the 
Schels reference differs from the instant claims m the plurality of the sample chambers, common diah - ite 
chamber, dimensions such as wall thickness, the 3 mm difference in the diameter between the sample 
chamber and the circumferential side-wall of the sample chamber, the membrane area, spacing of the 
sample chambers, and the number of sample chambers in the device. The examiner stares that the Manns 
reference teaches 96-weii roultiwei! structure (Fig, 1) with a common diaiysate chamber, eellulosic 
membrane (col 4, 1 29*35), membrane clamped in groove and sib (see figures), and membrane area is 
about 32 sq. mm (col. 1,1. 1 5-20). The examiner argues that it would be obvious to one of ordinary skill 
in the art at the time of the invention to use the teaching of Manns in the teaching ofSchels (or having a 
muitiwelf device tor simultaneously handling multiple samples as taught by Manns tor bioreactions as 
taught by Schels. Such multiwell plates are also well known in the art as taught by Manns. 

With regard to Wolf, the examiner states thai Wol f also teaches such multiwell plates for dialysis, 
wherein the multiwell plates are removable from the dtalysate chamber (Figs. 3 and 5), with single 
dialysate chamber or separate diaiysate chamber for each well, and separate membrane pieces for each 
well. The examiner argues that it would be obvious to one of ordinary skill in the art at the time of the 
3 ntion t, us k ichii of Wolf in the t Schei > < u hi s dialysal hamber a 

taught by Wolf for the advantages taught by Wolf (abstract and col. 4, 1, 58 - col, 5, i. 12). 

The examiner argues that dimensional differences such as the 3 mm diameter difference or shape 
.such as the conical bottom of the fixing part are not patentable unless applicant can show with evidence 
of unobviousness. For support, the examiner cites Gardner v. TEC Systems, Inc., Fed, Cir. 1984, and the 
examiner states that the Federal Circuit held that, where the only difference between the prior art and the 
claims was a recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed device was not 
patentabiy distinct from the prior art device. 

Applicants traverse and argue that the examiner's case for prima facie obviousness has not been 
made. The Schels, Manns, and Wolf references references simply fail to teach or suggest a multi-well 

lev e compri g indivk d s« mi per rseal membi Iff o h \* rf a t inll 1 pi i by t! c 
use of a ring that fractionally eng s the id wall of the tmple v II ^ t particular!} Vlarm teaches 
multi -well plate in combination with a semi-permeable membrane, but the reference tails to teach or 

u tin ud ib edin rbt m fffec each e 1 F ' dsffeo ui Mgmfi tu o i on! tn t! 
latter case can each sample well be placed in contact with an individual diaiysate chamber. The newly 
cited Wolf reference does teach individual membranes fixed to each well of a multi-well plate, but this 
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i encc teacher h >> at esive b ndi g heat seals g its so < xwldmg and jL.u-.ket cornpm sion 
seals" {column 12, lines 61-67). As described in the background section of Applicants" specifications, 
those scaling methods have proven to be inadequate. Wolf fails to teach or suggest the sealing ring that is 
claimed as pan of the present device. Lastly Sehels also fails to teach or suggest the present invention. As 
noted in Applicants' response of May 19, 2006. Sehels ;s directed to a single "mo reach on module" as 
stated in the title of that patent. The examiner's blanker statement that the Sehels device could be 
coo verted to a nuikiwve.il format ignores the space constraints and design lnr.irat.ions that are caused by 
such a modification. Applicants' claimed device allows for individual membranes to cover each well of a 
multi-well apparatus using a fixing ring wherein the space between wells is Honied. 

Applicants wish to point out and distinguish (at the fixation of the fixing part to the 
circumferential side walls of the sample chambers, and (b) the fixation of the membranes to the chamber 
walls in a liquid fight maimer. The frictionai engagement refers to (a). Nothing even remotely similar is 
disclosed in Sehels. Sehels less no fixing part comprising an annular wail extending from the perimeter of 
the ring-shaped portion and cooperating in frictionai engagement with circumferential side wails of the 
sample chambers. The parts clamping the membranes in the embodiments of Figures 1 to 4 of Sehels are 
the chamber elements 3, 4, and 5. The connection of these elements is described in column 5. fines 6 to 
14. Nothing disclosed therein is similar to frictionai engagement, let alone engagement between an 
inwardly oriented annular wall of a ring and a circumferential side wall of a chamber. Rather, Sehels 
emphasizes the importance of a sturdy and stiff connection. Thus, if anything, Sehels teaches away from 
the present invention. 

With respect to the embodiment of Figure 5 of Sehels, a press fit is used to connect chamber 
elements 3 and 5, as described in column fi, lines 42 to 47. This could possibly be interpreted as 
"frictionai engagement". However, with respect to this embodiment, an additional distinction is provided 
by the pins 36 of Sehels. Regarding the fact, that Sehels do not shoo pins m the embodiment of Figures 1 
to 4, Applicants point out that, by stating that use of such pins is a preferred embodiment, Sehels 

t i t< v. n t' position i nhi n in h en situation. This must be even more 

difficult when the dimensions are significantly smaller as in the claimed device. The dual function of the 
i by Scl 1 is to be ci'nph i. A 1 i 6, hi 36, Sehels i nil * 

use of pins for both centering and fixing. 

The examiner has cited Gardner v. TEC Systems, inc. for the proposition that "Dimensional 
difference.- such as the 3 mm diametet difference, or '.hap. such as the conical bottom of the fixing part 
are not patentable unless applicant can show with evidence of unobviousness." The examiner's statement 
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is a mischaracterizatioo of the holding in Gardner v TEC Systems, Inc. First. Gardner v, TEC Systems, 
Inc. makes no teres nee to j v iap< <d v J v. ice rela > ilit; In fad the Federal Circuit m 

held thai when shape is novel and serves, a purpose in a manner not obvious from the prior art, u can lend 
patentability to a claimed product (In re Hofmanft, 95 F.2d 257 (CCPA 1.938)). The examiner has failed to 
cite any ra j ; •] ml - n ificalion i obvious and is the examiner's 

botden to e fahlish . ca e ot oh*, i mm.- Ix we spp' cancan i qnned 10 psesei tevsdeneeol 
nonobviousness. 

In addition, regarding differences between the prior art and the claims thai relate to relative 
dimensions, Gardner- v. TEC Systems, Inc. did not hold per se that such differences are not patentable, but. 
as noted by the examiner in in re Datieyc the relevant question is whether such changes in dimension have 
significance to the claimed invention. The court in Gardner v. TEC Systems, Inc. stressed that "the 
dimensional limitations of claim 1 are no more than 'window dressing"' (at page 1346 of Gardner v. TEC 
Systems, Inc.), and that die limitations were a verba; difference only However m the present invention, 
the differences between hie elauned invention and fie prior art represent substantive differences. The size 
of the fixing ring allows it to function in a multi-well setting wherein space between the individual well 
wails is limited. Furthermore, as disclosed in the specification, the conical shape of die inner wall of the 
fixing ring advantageously optimizes the size of the exchange opening of the exchange surface (see page 
11, lines 4-13, of the specification). Thus these "dimensional differences" are components of the device 
that allow the device to function, and are not merely superficial changes relative to the prior art. 

Nor are the differeiic between t >i o irt in 1 dm n ;n timed in- < . tton 1 si ;hl >i 
suggested by the combined teachings of the Schels, Manns, and Wolf references. As noted above, the 
presently claimed invention ;s directed to a device comprising multiple sample wells wherein each sample 
well has a separate semipermeable membrane fixed to the well through the use of a fixing ring. The only 
reference that teaches a nbodii mm ,es a rin rsacompo m fo holding the mend ane in place 
(Schels) teaches that fixing pins must also be used in such an embodiment, lite examiner contends that 
Schels can be used without the disclosed pins, stating that the pins were only disclosed for "centering" the 
membrane and that Figs. 3 and 4 do not include such pins. Applicants respectfully submit that the 
examiner has ms-scharacierised the teaching of Schels. first of all. the embodiment of Fig. 5 is the only 
embodiment shown within Schels thai uses a ring that frictionally engages the side walls of the sample 
vessel to assist holding t seroipc n Kc muobrane in pUv A not 1 at column 5, lines 6-8, 
chamber elemen 1 4 can be connc ted fog con' tional i c s tsed inplas.fit engineering g by 
bolting gluing o s a pi c ph on eetio Huts i ited by Fig «kM 

Schels taught that pins were not necessary, presumably because fixing means other than friction 
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engagement were used. However for the embodiment of Fig. 5, "in order to center and fix the membrane 
7, the embodiment shown provides for a plurality (for example six) of pins 36 distributed about the 
periphery of and molded onto one of the chamber elements" (column 6, lines 32-35). Accordingly, an 
objective reading ofSchels indicates that such pins provide a necessary function in fixing the membrane 
in place. There is nothing in any of the cited references k> s;.:ggesi that fixing rings having small enough 
dimensions to be compatible with a multi-well device could be used to fix semipermeable membranes on 
each well using only frictiona! engagement. Thus the examiner has failed to establish z. prima facie case 
of obviousness. 

With regard to new claim 18, which specifies that the membrane is held in place solely by the 
frietionai engagement of the annular wall of the fixing ring with the circumferential side walls. Applicants 
argue that none of the cited references teach such a device. Sebeis requires the use of pins for centering 
ai < 1 xing Well foil to even s sgge t tl u ricta las eng gement t uld be *s« d n h >kl ti c ind \ idu %\ 
membranes in place. Absent Applicants' own disclosure, there was no reason to believe that individual 
membranes could be fixed to the end of an open chamber through the use of a frictionally engaged ring 
only. This result is particularly surprising given the small dimensions of Applicants' fixing ring. 


Applicants submit that their application is now in condition for allowance and favorable 
reconsideration, of their application so light of the above amendments and remarks is respectfully 
requested. Allowance of claims 1-3 and 5-17 at an early dale is earnestly solicited. 

Uii \ tmii ' is Ik h» uino It d i i t d i I m V m ndrnent to Deposit 
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